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Appeal 2009-011546 
Application 10/682,394 
Technology Center 3600 



Before ROBERT E. NAPPI, JEFFREY S. SMITH, and 
KALYAN K. DESHPANDE, Administrative Patent Judges. 

SMITH, Administrative Patent Judge. 

DECISION ON APPEAL 

STATEMENT OF THE CASE 

This is an appeal under 35 U.S.C. § 134(a) from the Examiner's final 
rejection of claims 1-7, which are all the claims remaining in the application. 
We have jurisdiction under 35 U.S.C. § 6(b). 

We affirm-in-part. 
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Invention 

Appellants' invention relates to a method for distributing images in a 
data processing system. The method includes receiving a request for a 
dynamic server page having a multiplicity of associated images, each image 
having a storage location identified in the dynamic server page by an image 
resource locator; inserting in the dynamic server page an image group 
identifier for the images; and inserting in the dynamic server page client data 
names for the images. Abstract. 



Representative Claims 

1 . A method for distributing images in a data processing 
system, the method comprising: 

receiving a request for a dynamic server page having a 
multiplicity of associated images, each image having a storage 
location identified in the dynamic server page by an image 
resource locator; 

inserting in the dynamic server page an image group 
identifier for the images; 

and inserting in the dynamic server page client data 
names for the images. 

2. The method of claim 1 further comprising: 

receiving from the client a request for a group of images, 
wherein the request comprises the image group identifier; 

retrieving from storage the images identified by the 
image group identifier; and 

sending the retrieved images to the client. 



2 



Appeal 2009-011546 
Application 10/682,394 

Examiner's Rejections 
Claims 1-7 stand rejected under 35 U.S.C. § 102(e) as being 
anticipated by Davis (US 6,763,386 B2). 

Claim Groupings 

In view of Appellants' arguments in the Appeal Brief, we will decide 
the appeal on the basis of claims 1 and 2. See 37 C.F.R. § 41.37(c)(l)(vii). 

ISSUES 

(1) Did the Examiner err in finding that Davis describes "inserting 
in the dynamic server page an image group identifier for the images" and 
"inserting in the dynamic server page client data names for the images" as 
recited in claim 1? 

(2) Did the Examiner err in finding that Davis describes "retrieving 
from storage the images identified by the image group identifier" as recited 
in claim 2? 

PRINCIPLES OF LAW 

Claim Construction 
During examination, claims are to be given their broadest reasonable 
interpretation consistent with the specification, and the language should be 
read in light of the specification as it would be interpreted by one of ordinary 
skill in the art. In re Am. Acad, of Set Tech Ctr., 367 F.3d 1359, 1364 (Fed. 
Cir. 2004) (citations omitted). The Office must apply the broadest 
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reasonable meaning to the claim language, taking into account any 
definitions presented in the specification. Id. (citations omitted). 

Our reviewing court has held that non-functional descriptive material 
cannot lend patentability to an invention that would have otherwise been 
anticipated by the prior art. See In re Ngai, 367 F.3d 1336, 1339 (Fed. Cir. 
2004). Cf. In re Gulack, 703 F.2d 1381, 1385 (Fed. Cir. 1983) (when 
descriptive material is not functionally related to the substrate, the 
descriptive material will not distinguish the invention from the prior art in 
terms of patentability). The content of non-functional descriptive material is 
not entitled to weight in the patentability analysis. See In re Lowry, 32 F.3d 
1579, 1583 (Fed. Cir. 1994) ("Lowry does not claim merely the information 
content of a memory."). See also Ex parte Nehls, 88 USPQ2d 1883, 1887- 
90 (BPAI 2008) (precedential) (discussing non-functional descriptive 
material). 

ANALYSIS 

Section 102 rejection of claims I and 3-7 

Appellants contend that Davis does not disclose "inserting in the 
dynamic server page an image group identifier for the images" and 
"inserting in the dynamic server page client data names for the images" as 
recited in claim 1. In particular. Appellants contend that Davis fails to 
disclose "an image group identifier" and "client data names." Br. 5-8. The 
Examiner finds that Davis does disclose "an image group identifier" and 
"client data names." Ans. 3, 5-7. 

We begin by construing the limitations "image group identifier" and 
"client data names" as recited in claim 1, Claim construction is an issue of 
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law that we review de novo. Cordis Corp. v. Boston Scientific Corp., 561 
F.3d 1319 (Fed. Cir. 2009). The "image group identifier" and "client data 
names" are non-functional descriptive material that are not entitled to 
patentable weight. The "image group identifier" and "client data names" do 
not functionally alter any recited structural elements. Also, the recited 
method steps would be performed the same regardless of the specific content 
of the "image group identifier" and "client data names." Thus, the claimed 
"image group identifier" and "client data names" are non-functional 
descriptive material which do not distinguish the claimed invention from the 
prior art in terms of patentability. 

We construe the term "dynamic server page" to encompass a web 
page that includes dynamic content such as Java and CGI (common gateway 
interface) scripting. iSee Spec. 34:4-11. Davis discloses a web page that 
includes dynamic content such as Java and CGI scripting. Further, the web 
page includes data such as text and embedded URLs that have been inserted 
into the web page. Col. 11, 1. 44 to col. 12, 1. 60. The limitation "inserting 
in the dynamic server page an image group identifier for the images" as 
recited in claim 1 encompasses inserting data in a web page that includes 
dynamic content as described by Davis. The term "inserting in the dynamic 
server page client data names for the images" encompasses inserting data in 
a web page that includes dynamic content as described by Davis. 

We sustain the rejection of claim 1 under 35 U.S.C. § 102. Appellants 
have not provided arguments for separate patentability of claims 3-7, which 
thus fall with claim 1. 
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Section 102 rejection of claim 2 

Appellants contend that Davis does not disclose "retrieving from 
storage the images identified by the image group identifier" as recited in 
claim 2. Br. 9. In contrast with claim 1, we find the "image group 
identifier" as recited in claim 2 as functional data that is entitled to 
patentable weight. The "image group identifier" is functionally involved in 
the method of claim 2 because images identified by the group identifier are 
retrieved by the method of claim 2. Thus, the "image group identifier" in 
the step of "inserting in the dynamic server page an image group identifier" 
is more than non-functional data and is entitled to patentable weight when 
considered in conjunction with the steps recited in dependent claim 2. 

The Examiner interprets the "image group identifier" as encompassing 
a web page that has a plurality of URLs that identify a plurality of images. 
Ans. 6. The Examiner finds that Davis inserts the name of a web page into a 
server page, which describes "inserting in the dynamic server page an image 
group identifier." Ans. 6 (citing col. 7, 11. 16-20). However, the cited 
portion of Davis discloses storing a web page on a server. The Examiner 
appears to construe "dynamic server page" as encompassing a server. The 
Examiner has not explained why a person of ordinary skill in the art would 
view a server, which is a piece of hardware, as a "dynamic server page." 
The Examiner's construction reads the word "page" out of the claim. 

We construe "dynamic server page" as encompassing a web page that 
includes dynamic content as discussed in the analysis of claim 1. Even if we 
adopt the Examiner's construction of "image group identifier" as a web page 
with a plurality of URLs that identify a plurality of images, the Examiner 
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has still not shown how Davis describes "inserting in the dynamic server 
page an image group identifier for the images." 

We do not sustain the rejection of claim 2 under 35 U.S.C. § 102. 

CONCLUSIONS OF LAW 

(1) The Examiner did not err in finding that Davis discloses 
"inserting in the dynamic server page an image group identifier for the 
images" and "inserting in the dynamic server page client data names for the 
images" as recited in claim 1. 

(2) The Examiner erred in finding that Davis discloses "retrieving 
from storage the images identified by the image group identifier" as recited 
in claim 2. 

DECISION 

The rejection of claims 1 and 3-7 under 35 U.S.C. § 102(e) as being 
anticipated by Davis is affirmed. 

The rejection of claim 2 under 35 U.S.C. § 102(e) as being anticipated 
by Davis is reversed. 

No time period for taking any subsequent action in connection with 
this appeal may be extended under 37 C.F.R. § 1.136(a). See 37 C.F.R. 
§ 41.50(f). 

AFFIRMED-IN-PART 
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